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REMARKS 

A : u ui^l % N 

2biygeu|afhegnga 799; heme ea tier ~ 



L Claims h 2 and 4-6 



i - io . v > v er media is ilUo? rm i meaih 

seutralization. I he physically active hirer medm interacts muh the hhmieamag oh in mm- 



(eoi. a lines mmmt ilim mterence iuriher discloses an ummem mm (see nig, 2} v 
supplemental cartridge with a , i active filter member (i.e.. 30} disposed then 

roe \ hides >ls \ y < ! " cles (see cot 2 i e v 
a beneficial additive such as a basic sail of the type recited {see eoh 2, lines 1.2-17). T 
<. > o t. m *\ \ , is to ' ^ \ ■ 
binder (see col. 2. line 2). Hosveveiv nothing in Brownaweli leaches or suggests a hole 
pellets having a specific size range, and comprising a specific amount of a basic salt a 



a. Brow&aweB does not disclose Appellants' damn I ehm am * Hies 

member and thus fails to disclose ail of the required claim limitations* 

v > s v ^ ^i s ^ i w m- , t sv o , First, 

there must some suggestion or motivation, either in the references themselves or in the 

i em , cceeo - 

Finally, the prior an reiereme (or references when combined) mast teach or suggest all 
claim limitations. MPEP 214 
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v! ■> i ( \ o ^ < N v i N , s hi 
i-<>\\ -nm o u ^ ^ n - ! 

dhsdom the enemae* of rhe parPcks <n she chcmnalh maim fdiu- member the 
percentage of polymeric binder present, the percentage of basic sah in these panicles, and 
the specs lie polymer binder employed (claims 2 a.nd i 4), Irs parbcinae there is no teaching 
o surges on Brownawc oi ml er having pellets hav ng a specific size range md 
omp;n ■, , s ?\ , i ^ > - ? 

amoam oi hinder and hie specific partick siee range required by aedependera claim 1 
o^s eo m ^ % - s v v m > s s , < U * 

n eo v a< 1 to counteract md neuirali tc co nsstio 
v t \, ,\ \\\d .at i hi' > 

p;;rm le ru e ami hank; v**n\\n ss spec hea h damn akd ! > al m<. be c<> ami'- C mkmsc 
of basic conditioner into the oil. 

h^ m O s v \ -a nm m s , v o, ? , <.< ^ vwkh 

appears to release this same basic conditioner into the oil undergoing treatment (Final 
Office Achom dated September 20, 2006, page 5). 
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! and inactive. However, - » v (as is 10 teach Appellants 5 chemically . 

r - o ^ ,s Km hciat aeem a ti .on hi$-n* «H, Uncum of hou hmn ; a* ell s 
Johcii.KM to< nodi I bus the oenci ug ! ; e s o fhtc 

es of filter media that are required by Brownawdt to do these jobs. Thai is, 
>;s en- s nc.dh actise fhtci member preosdes flu. mictions of Brovna>\oirs 
uH active aites mem i as well as Brewnaweifs physical!) active filiei media. 

is h * a» 1 \ Is to disclose a single fiher member/media than perfonj 
ictions and as such Brownawell does not teach each and every element oft) 
For an obviousness rejection to be proper, the Examiner must meet the burden 
I w i facie as. f obviousness hi re Fin* 5 t S.P.Q.2d $96 5 mK 
is), Establishing a prima i&oie case of obviousness requires thai v ■ 
ntkm be disclosed in the prior art. In Re Wilson. 165 U.S.P.Q, 494, 496 (C.C.P. 



i sd f cone ! 

rrning particles winch allows high concentrations of basic salts and low 

s of binder (paragraph 53 of Affiants' Spedft i > 
However, the '799 refeence does not use Appellants specific .method for producing 
.it ^omentmnon naa hole* risereiore, the '"?'»•> referc nee do.-s s m :cach m rugger 
2S having the specific amount of basic salt and a specific amotmt of binder denned n 

£ C i 



Further, the PTO stales ''Appellants should note that the particles in the , ^ 1 

" XV V ^ v. > f N J ! , *, < s 

rational io justify a nwdineation does not take the place of the suggestion in fbe poor an 

>epmpcr \ n9 I? I SPqO s j^Ky 0 
'nphas ... Bvetiji me tea si gs oi a prima > tzhmx e < ou d be modified to arrive 
d snbn ^ not obvious aiiles >r art also sogg* 

the <Aoovho;:;' otdaeh a mpdifcat'ou ,*/« >, Lasko^ki. !U U.S.P.Q.id 1307, 1398 (Fed 
1989). 

M,\ mtsw pectfu ] sub n that since Brown wei 99 does mt teach Vppdi 
specific low solvent process tor producing individual particles having high concentration! 
> skill in the art w } 

high particle concentrations. Most > t Brownav/eh ; 799 is silent as to any need 
have a concentration of basic salt concentration of 80%-97% based on the total pellet we; 

i 1 \ >uld not read Br< 1 

To establish prima facie obviousness of a claimed invention, all the claim 
i i «. >n } s > > \ l n v -\ 

CarihA, P 

- ^ 1 v o j v < x o v v v S the 

combination of particles having the specified diameter, polymeric hinder content, and 

e .nVn x 



b. There Is bo expectation of success for the proposed modifies tio« of 
Browoaweff 



1 v \ S 



^ r \ o- ^ ^ > >. ^ ^ ^ % 

\s d b> ihe P10. B i a of lb 

m v s v , 1 v i v i ^ . ! the c ge c nene hidden t 

Cs > v I c v - , - id 0 U n „ 

V t - ,v „ v. S i O " ! ^ 

skill in the art at the t i < utio • < es n ok c> employ panic: avlng the recoct 

o optimize neni capa ese particles" 1 i i nee Ac ! , 

s s v 10., 2 

However, Use PTO roainiams the position that since particles having as; average 

- ^ V- v o v\ , \ v > s , ir v 1 < > > v - < , > 

er s i ers could c < b $ t e 

reference device, because interstitial space between these particles con id be too great to 
produce adequate contact between Use chemically active media and ihe oil tmdergoing 
treatment; one of ordinary skill in the arty would be motivated to select particles having 
en,ne\v c t v , > ce s jp\v < \ ns.n i a a \ ea^ !V ^ „ N ^ 



anteo tnvenuort does not OtKe tire place ot a suggestion tu the pnor art to 
"> >. j ^ very clear that one 

theprio ir?w ^ s <. \ 

s should be earned out and svould have a reasonable likelihood of success, 

d * \ O \ N v\l 

the expectation of success must be founded in ihe prior art, not in the 

rets * v \ i * v s s the 

Td disclosed and claimed in the present disclosure should be carried out 
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> k d of success >t ieasingh fer roemb i» ^ 
. .oCS beneficial a.m. > 



- * ^*»* * nb amuthation toiry a modificatios which is 
an so$of!kte»S basis for a finding of obviousness. 

s < : oo. a' x oo. - o no , n u< . , ^ h ^ \< oo an 
'"o ^ - v ^ * . o - soo v the p'l.'! a,<i Wnew . > ono ( »g g-ws 

v v i vs.- 5 K i n i \m ] 

vhC\v \0 \ O v i^O-a v i 1 .H ^ f k 

^O- O s s'.v , ix> O ^ v ' i 0 i I 

eO'Fa U .S P.Q U 73(1 ed. Cir 1.988) 

"Applicants should note that the particles in the Brownaweb '799 device will 

v , v < ^ sonie m idv size, soros percentage of polymer binder, and 
some percentage of basic salt." and -since the record does not show thai 
s bk >obtai anev jdnmexp ed res * v < e< 

eornbinauor; .n % - v size, polymer binder percentage and basic salt 
percentage it would have been obvious to one of ordinary skid in the oil 

Brownavyeli '799, in order to obtain results which are conn nena urate with sex 
selected values." 

it is respectfully also submitted that the PTOus suggested motivation for Appellants' 
required average particle diameters, polymeric binder content, and basic sab cor, tent in 
Appellants' claim f is nothing more than an application of the prohibited 'obvious to erg 

> nb d. "Ob g a valid test ofpatei ab o. x m , 85 S 

(C'.C.P.A. 1975). Patentability deiermuiabous based on that as a test are contrary to statute. 

i in >m 95 1 S.P.Q 6 (( ( PA 1977) 
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1 i < > v * v. ! , i > S ^ 

i e art wo nd 1 )bvious i try and select appellants pi u< i site >. ge d 

" V - O V v. v. * S > } S ! s O X 

thai a particular structural nmditkation is iv weU kuowtf and s obvious. » re t u« < 

Vt best, the diselo* i umnttoa on t se skbted I 

e i > ! u mrous possible r i sail 

< •> v ^ ^ !> ^ K i p s It i 5 ! x i\ 

were critical or no direction as to which of many possible choices is likely to be successful 



b<2, Browaaweli fails to distinguish result-effective variables and therefore im 
expectation exists for optimizing parameters. 

W'here the prior art has not recognized she '' ! resriit--eftective' ! capability of a particular 
iweuOvm ean s i - m no i}, no e\i Hi .. raccrae; * Id 

! >> <. i e »J h ,s y ? \ v 
A * ' X ° 'c !X \v..,v i eob , iio y,P> H',i>,e 

whole requires looking : iun only to the subject matter which is literally recited in the claim ui 
but ■ als< osc prop t s f , ! 

>, ! t v ) i , snO t , < N , 

" < v ,l m . , < .-a, 

inherently have some panicle sice, some perceniape of polyrnenc binder and some percentage 
of basse sab, bag Appellants contend, nothing in Brownawel! suggests or teaches i f any of 

Brownaweii. the PTO maintains the position that u is obvious that the 'inherent' : particle sice 
a composition includes panicles as ehamed. 



A 
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disc io sing generic, inherent properties of a particle, and not basse particular properties as 

N v.e \ =; ; I eric binds e present application 

e. The Examiner has used hindsight in attempting to argue that Browaawell 
discloses ail of the repaired claim limitations. 

K X NS f v ! 1 ^ ,<< C~ , S «. ! 

v v i. ! . l ^ S 

wow s x ^ r o sd Ms JS< ! i si * o> t 

x vide ! 

U.S.P.Q. 303, 312,313. (Fed. Cir. 1983). 

»v\ n . »e e ^hi,\ \' xao Bioo (l \n i. s 1 ^ - < 

V v ^ . » - ! ! JO { , > ^ 

1 - p i _ t <. Ssm vi' ni. ! v M , - 

from the selection oi particles having a specified average diameter. 

-o ^ < o t to \v\ loudness o 
i - J vKs!t\!nt,s! otho Hi > \ Uv i 

in making a solid hollow composite have seres in the range of iron; 0.1 to 3000 mkroweiert, 
0 n een-d don ov v ;dc ranges v ! anode sa o naed in the prior art will not create adequate 

' N ^ ^ i" v v i I i\ osv ' t„ o. i< N e 

particles. 

a w r ave often 1bc« on p 

order to provaie greater surface contact.. 0 will be apprecuned that decreasing particle sine 

v - V x <Ci ^ * O^l \ >k 

-in the art would suggest that it would be obvious to select smaller panicles to obtain greater 
, > , u 0v , " e , we 

skill In the art and talis to provide a real motivation to do whai Appellants have done. 
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■motivation to select particles having the nansawly selected average diameter of from 0.1 
millimeters. 

it is only by using the Appellants' specification as a blueprint to select diameter 
panicles in the chemical 1> active hide member, the percentage ol polymeric bnuiet pres. 
?erce s, and the S| rolvmer ben > ^ 

e Ex are na > entio n< >f obviousness 

' N ! ! is^ a - < , t < w V 

obvious over BrowoaweU. 



I;-. hi: 



independeni claim " discloses a particular configuration oi an on inter that is a 
disclosed in Biwnawetl. For example, claim 7 requires a base plate and a mechanical 
a s »v one ( iku ii ^ < 

„ ed< s <;mm to the upper surface of the housing 4 

Dependent claims S--9 incorporate the limitations of rmiependem claim 7 and ar 
also patemable over BrovvrnmeH. 



& Oils 



Independent dam; lb discloses a < >n s w < cartridge thr use w;tb , oh niter 
inventions of eia.ini ib and dependent claim I I are similar to independeni ciaina 1 in tha 
» . N N cally active filter nwndx ( > 1 

Claim 10 also requires that die pellets are retained within the cartridge so as to provide a 
flow path through the chemically active Inter and past the pellets durmg operation. The 
pellets wberem the particles have an average diameter of from On to 5 millimeters and 
comprise a polymeric mode;, present m a range of 3-20% by weight of the total pellet ar 
basic salt. As discussed above in A 1, BrowrsavveP does not teach Appellants' required 



X! a ^ si i -> Ou 

and a mechanically active filter is "spaced away from said base plate". Rrownsw'e'll fails to 
disclose the particular structural aspects of independent claim 10. In contrast, however, 
Brownaweli does not teach or suggest having a base plate and a mechanically active niter that 
oVv^e Ov ^ e v s » m v 1 <-> * _ ^ * 1 t 

housing 4. 

4 Oaims L!:JJ 

1 P - » ! N Oi i 1 ^ f A O s <. -x ^ v 0 

additional uoutalioos are not taught in. the prior art, 

Specifically, claims 13, 15, and likewise dependent claim 14 teaches the additional 
limitation of a plurality of pellets being bonded together or cohesively associated with one 
another to form a substantially integral but porous eheniicady active niter thai is self- 
supporting. As i >t s cits" spec \ rm ended o 
> v v > , , o uj itci n n | < , 
i~ v ^ \. v. < 4 ! v. _ 4 cf ^ ^ j dv 
not needed, and may be omstted if desired ^ j i page lie lines IS- 10), indeperaient 
v a v ■> ^ x , j ooWi.^i^ev v. - e ^ 

\S <>v V ^ . R ^ 1 v. N v v v! 

particle diameter, the percentage of polymeric binder present, the percentage of basic salt in 
13-15 -re ; s e- < ^e 
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Mi L ^ rejected under 35 U.S.C § 103(a), as allegedly unpatentable over 

< ■ 

a. BSIsfci tails to suggest or motivate one to modify the reference and actually 
teaches away from the present Invention 

A reference that leads one of ordinary skill in the art sway eon; the claimed invention 
v rtn >ateni bl> hi n s Dou Ch Co.\ imt t t 

U-S-P.Q ) Fed 1 1987) 

IAAA dn, ,om - a : V c^ n\ s cm to? PI FI As noted \r s o. .\ Hn^- 4o o A m*. b Hd 

( W^V s ,,,0 ^ V^, Oi s s n s v 

latsma };:Ut;< net s crucial ha* • t «. AH .ois i' t * ^ \ j e, 
ml. Ax k - - emdoi s s >w n > x ^ ' i ,\ ^ o 1 

entioiio etudes is hemkally active fide erode - - o s vpp < 
independent churn A 

Claim 3 is dependent upon claim 1 and contains ad of the limitations of claim. I , 

fx 3 mm. 

I \cn v\ RilA i h ao tes away from the present invention and claim 3 is non-obvious 
over Bilski. 

b. The combination of ilrownawelJ and Bilski does not disclose Appellants' 
claimed chemically active filter member and thus fells to disclose all of the 
required claim Hmt&tions. 

To establish prima facie obviousness of a claimed invention, all the claim limitations 
yPEP 1243.03. 

Independent claim 1 is nonobvioas over Brownaweli for reasons stated in section Al 
beeein incorporated by reference. Claim 3 depends from ciairn 1 and contains all the 
limitations of ciairn 1 . H is respectfully submitted that Bilski cannot rectify the above noted 
s a c <i Le % A< v n;v s mo \ v 

cited combination, il is submitted that, ciairn 3 is likewise nonobvious over Brownaweli in 
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$ , i^uO 

a. Use combination of Brswnaweli, DeJovjfae and Rofeers does not disclose 
Appellants' claimed chemically active filter member and thus fails t© 
disclose ail of the required claim limitations, especially she strneteral 
limitations of Independent claim 10. 

1 > > N - . v > o ^ ss n i la v \ 1 , 5 

^ V „ ^ O. VU t ^ .X S : <« C p» 01 UTt /« f«> R<> / * ^d NPO C ^ sS fob - s :<> fo 

MPBF 1243.05. 



isniHauorss tiuueob As dsstussed above in Al, Brousiaweli does not teach Appellants' 
required average particle diameter, b addition, as discussed above in A3 S Brownaweii £aik to 
v v. *: K v v , a- s U„'U ub l 

v * ' i *> spaced ana i» r> <■„ A i > 

v vvN x v V O ) ^ M 

( - ; k in paiUcu.asu B <. ^ - s , < u 

- "> ' ^ v- > < 0 . , i . , \ U - 

v j ^ i.< ( s i ba ! x . „ v < ^ sfo ^ 

1 ve eut 4 which doe^ t s \ ^ • > 

<n I v » „ \ > \ , v m , v - < N , M , so 

Deiovme duo to enclose the particular structural aspects of iudooeadeat claim 10, 

Kobtrs discloses a bypass vab ; e for use with a donut od cooler. Rubers is silent with 

~ O (. V V v v. H VSK \ v. (. , K 

sfoe.. v > k i , «. . > 

i ^ , (Vv > 

independent claim 1 \ nonobvious over Browrsawed for the reasons sorted in section 
cc s entire Further, the Undersigner. 
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REMARKS 

L - V\'^v 1 a :bo d-^omg anitiklwcjv^ and senunkv x.\h cncrgo o. nb . » otVvo 
Union m c si ow be allowable to Applk 

eeons deration a < equested. In view of the fore 

In the event the Examiner has any queries regarding the submitted argument, the 
matters < need of attention. In addition, an interview is respeebbiry requested. 



x r >>vu t , < , . , , * < 

charge them to Deposit Account No. 06-1 1 30. 

R espee t fad y subt n i tub. 
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